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The MAILING DA TE of this communication appears on the cover sheet with the correspondence, address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 9/10/2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 7-73 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance; See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)IElAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

" a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 9/10/03 . 6) □ Other: 
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DETAILED ACTION 

Response to Amendment 

1 . Applicant's preliminary amendments filed on 9/1 0/2003 have been entered. 

Information Disclosure Statement 

2. The information disclosure statement filed 9/10/2003 fails to comply with 37 CFR 
1.98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of each patent listed that is not in the English language. 

No English translation or concise explanation of the relevance was provided for the 
document "Micro Capsule, Its Production, Property and Application" by Tamotsu Kondo et al in 
the parent case 10/095,481 and in the present application, which is a continuation of the parent 
case 1 0/095,48 1 . It has been placed in the application file, but the information referred to 
therein has not been considered. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 10 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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In claim 10, it is unclear if the charged polymer gel is in a particle form and the shape of 
the particle is spherical. 

Claim Rejections - 35 USC §102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-9 and 11-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nishimura et al. (US 4,779,962). 

With respect to claims 1 and 11-13, Nishimura discloses an optical device comprises a 
gel-containing liquid layer and one pair of electrodes. The gel-liquid layer comprises a liquid 
and a liquid-absorbable and releasable polymer that absorbs and releases a liquid under the 
action of an electric field (Col. 2, lines 10-20). The gel is fixed to one of the electrodes (Col. 3, 
lines 44-46). 

With respect to claims 2-6, Nishimura discloses that the liquid to be filled in the gel- 
containing liquid layer includes water, dimethylformamide, dimethysulfoxide and 
dimethylacetamide, methol, or ethanol (Col. 2, lines 60-65) (the "insulating liquid" as recited in 
claim 2). 

Nishimura also discloses that the liquid-absorbable and releasable polymer is the polymer 
which will change its volume by absorbing or releasing the liquid (Col. 2, lines 32-60). 
Examples of this polymer are electrically chargeable polymers obtained from an acrylamide 
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derivative as the main component (the "non-ionic polymer gel" of the charged polymer gel as 
recited in claim 6) or isopropylacrylamide acrylic acid-divinylbenzene copolymer (the "ionic 
polymer gel" of the charged polymer gel as recited in claims 4-5). The gel composition also 
includes ammonium persulfate (ammonium salt, the "charging agent" as recited in claims 5-6) 
(Col. 6, lines 40-45 and Examples). 

Because Nishimura discloses the same insulating liquid as disclosed in the present 
application (see page 17 of the Specification), the same liquid would also have the same 
properties as claimed, such as volumetric resisitivity as recited in claim 3. 

With respect to claims 7-9, Nishimura discloses the use of coloring material such as dyes 
and pigments (Col. 3, lines 4-15) in the gel composition (the "light controlling material" as 
pigment as recited in claims 7-9). 

Accordingly, Nishimura meets all the limitations of claims 1-9 and 11-13. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Akashi et al. (US 
6,287,485). 

With respect to claim 1, Akashi discloses a volume-modulation color producing 
composition comprises a polymer gel, a pigment (the "light controlling material" as recited in 
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claims 7-9) and a liquid. The polymer gel is capable of swelling-contracting by absorbing or 
desorbing a liquid when an external stimulus, such as electric field, is given (abstract). 

With respect to claims 2-3, Akashi discloses that the liquid used in the composition 
includes water, alcohol, dimethylformamide, dimethylacetamide and dimethylsulfoxide (Col. 10, 
lines 60-67). Because Akashi discloses the same insulating liquid as disclosed in the present 
application (see page 17 of the Specification), the same liquid would also have the same 
properties as claimed, such as volumetric resisitivity as recited in claim 3. 

With respect to claims 4-9, Akashi discloses that examples of the polymer gel are ionic 
polymer gel (Col. 6, lines 25-50), which can be used in combination with a cationic surfactant, 
such as an alkylammonium salt (the "charging agent" as recited in claims 5-6). Other examples 
of the polymer gel are cross-linked product of poly[N-alkyl-substituted (meth)acrylamides], 
cross-linked polyvinycarbazole, or cross-linked polystyrene (the "non-ionic polymer" as recited 
in claim 6). 

Akashi also discloses some pigments, which is considered to be a light controlling 
material and has the same function as the claimed charging agent (Col. 8, lines 5-20). 

With respect to claim 10, Akashi discloses that the polymer gel can be in the state of 
particles with spherical shape (Col. 10, lines 15-25). 

With respect to claims 11-13, Akashi discloses an optical element comprises a pair of 
electrodes where the color producing composition comprising the charged polymer gel is fixed 
on the electrode (Col. 12, lines 45-67 and FiG. 2). 

Accordingly, Akashi meets all the limitations of claims 1-13. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ling X. Xu whose telephone number is 571-272-1546. The 
examiner can normally be reached on 8:00 - 4:30 Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah D. Jones can be reached on 571-272-1535. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

LingOC Xu 
Examiner 
Art Unit 1775 

be 



